THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 26

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte OSAMUJ KI TADE and TAKAH RO KOVATSU

Appeal No. 1997-4426
Appl i cation No. 08/515, 767

ON BRI EF

Before JERRY SM TH, KRASS, and LALL, Admi nistrative Patent
Judges.

JERRY SM TH, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clains 29 and 31-52, which

constitute all the clains remaining in the application. An
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amendnent after final rejection was filed on January 16, 1997
and was entered by the exam ner.

The di scl osed invention pertains to a dynamc type
sem conductor nenory device, and nore particularly, to a
circuit for controlling refresh operations of the nmenory cells
of such a nenory devi ce.

Representative claim29 is reproduced as foll ows:

29. A dynam ¢ type seni conductor nenory device
including a plurality of nenory cells each having a storage
data refreshed, conprising:

vol tage | evel detecting circuitry coupled to receive a
power supply voltage and for detecting a |level of the power
supply voltage and generating a refresh instruct signal in
accordance wth the result of detection;

refresh request circuity [sic] including a refresh tiner
for generating a refresh request signal at a predeterm ned
i nterval when activated, and coupled to receive said refresh
instruct signal for generating said refresh request signal
requesting refreshing of data of menory cells anong said
plurality of menory cells when said refresh instruct signal is
active to instruct the refreshing;

control circuitry coupled to receive said refresh request
signal and responsive to the refresh instruct signal being
active for generating a control signal required for execution
of said refreshing; and

a logic gate circuit coupled to receive an externa
control signal and said refresh instruct signal, for
sel ectively disabling an out put of said voltage |evel
detecting circuitry and generating said refresh instruct
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signal in accordance with said external control signal.
The exam ner relies on the follow ng references:

Hoshi 5, 150, 329 Sep. 22, 1992
Arinmoto et al. (Arinoto) 5, 249, 155 Sep. 28, 1993

Clainms 29 and 31-52 stand rejected under 35 U.S.C. §
103. As evidence of obviousness the exam ner offers Hoshi in
vi ew of Arinoto.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record

before us, that the evidence relied upon and the | evel of
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skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 29 and 31-52. Accordingly, we reverse.

At the outset, we note that the exam ner has not
specifically nade a rejection of the clains under the first
paragraph of 35 U . S.C. 8 112, yet the exam ner makes several
observations in the prior art rejection which apparently
guestion the adequacy of the disclosure to support the clainmed
invention. W agree with appellants that the exam ner cannot
properly nmake such an inplied rejection. Al rejections nust
be clearly made of record acconpani ed by an appropriate
expl anation of the basis for each rejection. The exam ner’s
reasons for questioning the disclosure nmake no sense to us.

For exanple, the exam ner notes that there is
i nsufficient supporting disclosure to nake a determ nation of
whet her there is supporting disclosure for some of the clained
el emrents [answer, pages 7-8]. The exam ner indicates that he
dropped the rejection of the clainms under the first paragraph
of 35 U S.C. 8 112 because there was a |ack of sufficient
supporting disclosure to nake an intelligent determnation in
that regard. This reasoning is bizarre and makes no sense to
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us. A disclosure cannot be too insufficient to nmake an
insufficient disclosure rejection. It is sufficient for us to
note that we consider all of the exam ner’s comments wth
respect to the inadequacies of the instant disclosure to be
irrelevant to the prior art rejection which has been appeal ed
to us.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta
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Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the

exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

The exam ner’s rejection applies the teachi ngs of
Hoshi and Arinoto generally to all the appealed clains as a

- 6-



Appeal No. 1997-4426
Appl i cation No. 08/515, 767

single group. The rejection makes no reference to any of the
specific clains on appeal. 1In the brief, appellants have

i ndi cated that each of the independent clains should stand or
fall separately [brief, page 7]. Appellants’ brief also
points to specific limtations in each of the independent

cl ai ms whi ch have not been addressed by the exam ner [id.,
pages 15-18]. The exam ner, however, has found that the 10
separate i ndependent clains would require 45 separate
argunents to neet the requirenents of 37 CFR 8§ 1.192(c)(6)
[answer, pages 2-3]. Since there are not 45 separate
argunents in support of the separate patentability of the
clainms, the exam ner observes that all the clains should stand
or fall together as a single group.

In our view, appellants have satisfied the rule for
havi ng the i ndependent clains considered separately for
patentability. As long as appellants have pointed to
di fferences between specific clains, and have given an
accept abl e reason why such differences render the clains
separately patentable, such clains will be considered

separately for patentability. Thus, we will consider the
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i ndependent cl ains on appeal before us as separately
pat ent abl e as argued by appel | ants.

Wth respect to each of the independent clains on
appeal, the examiner points to itens in Hoshi which are deened
to be the sane as or equivalent to the clained voltage |evel
detecting circuitry and the tinmer neans. The exani ner
apparently considers the control circuitry and the logic gate
circuitry of the clains to be nothing nore than “dunmy bl ack
box means” which are no different fromany other dummy enpty
bl ack box means. The exam ner al so notes that statenments of
i ntended function cannot differentiate between structure. The
exam ner then sinply points to the differential anplifiers and
counters disclosed in Arinoto and concludes that it would have
been obvious to use such circuits in Hoshi [answer, pages 5-
6] .

Wth respect to independent claim?29, we find that the
exam ner has not only failed to provide an acceptabl e
notivation for conbining the teachings of Arinmpto with Hoshi

but also failed to establish a prima facie case of the

obvi ousness of the clained invention. The exanm ner’s
rejection on its face ignores specific |anguage of the clains
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and treats elenents as enpty bl ack boxes. The

i nt erconnections of the conmponents in the clains, however, and
the specific functions recited for various circuitry cannot be
i gnored when applying prior art. The exam ner’s position that
the clainmed invention is directed to common features for a

refresh circuit does not establish a prima facie case of

obvi ousness. Al though we m ght agree with the exam ner that
the invention is clainmed in a broad manner, that does not
relieve the exam ner of finding and applying prior art which

t eaches or suggests the invention as clained. The applied
prior art and the exam ner’s explanation on this record do not
support the rejection of claim29.

For exanple, the exam ner attenpts to read the logic
gate circuit of claim29 on certain gates of Hoshi [answer,
page 8], but the logic gates of Hoshi identified by the
exam ner do not performthe functions recited in claim29.

The logic gate circuit of claim?29 nust selectively disable an
out put of the voltage | evel detecting circuit, but we can find
not hing in Hoshi which selectively disables the output of
circuit 21. The logic gates identified by the exam ner
certainly do not performthis function.

-9-



Appeal No. 1997-4426
Appl i cation No. 08/515, 767

Wth respect to each of the other independent clains,
we agree with appellants that the exam ner has not attenpted
to address the specific limtations of these clains which are
different fromthe limtations of claim29. Therefore, the

exam ner has clearly not established a prima facie case of the

obvi ousness of these clains. Thus, we do not sustain the
rejection of any of the clains on appeal in this application

based on this record.

I n conclusion, the decision of the exam ner rejecting

clainms 29 and 31-52 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES
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PARSHOTAM S. LALL

Adm ni strative Patent Judge )

r wk

MCDERMOTT, WLL & EMERY
600 13TH STREET, NW
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